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DETAILED ACTION 

Double Patenting 
DETAILED ACTION 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 , 3, 4, 5 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-7 of U.S. Patent No. 7,235,610. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the claimed invention in claims 1-7 of Patent 7,235,610 discloses 
propylene isotactic random copolymer produced in the presence of a metallocene 
catalyst, and said copolymer is grafted with alpha, beta-unsaturated carboxylic acid 
such that a grafted level is in the range of 0.1 to 20% by weight, and wherein the 
resulting copolymer has a weight average molecular weight of 10,000 to 300,000 and a 
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melting point is of from 1 15 to 135 degrees C. An aqueous dispersion is obtained by 
dispersing the resulting copolymer in the presence of a surfactant. Using said dispersion 
as a primer, or paint, or adhesive, or ink is/are readable in claims of Patent 7,235,610. 
The difference is that claims in Patent 7.235,610 disclose chlorinated propylene 
isotactic random copolymer with chlorine content of 5 to 40% by weight. It would have 
been obvious to one of ordinary skill in the art to use an aqueous dispersion of the 
claimed carboxyl group-containing chlorinated propylene isotactic random copolymer in 
claims 1-7 of Patent 7,235,610 wherein chlorine can be present in the present claims, 
because a broad term propylene-based random copolymer is open to include 
chlorinated resin. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 3, 4, 5, 8, 9 are rejected under 35 U.S.C. 102(e) as being anticipated 
by WO 03/074606 to Fujino et al. 

5. Reference WO 03/074606 has Publication Date December 09, 2003. WO 



03/074606 is available reference. 
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WO 03/074606 belongs to the Patent Family to U.S. Patent 7,235,610. Thus, the 
disclosure of WO 03/074606 is equivalent to Patent 7,235,610. Since, there is no 
translation of WO 03/074606 at the present time, the examination of WO 03/074606 
reference is addressed to Patent 7,235,610. 
All discussions in the paragraph 2 above are adequately set here. 
In addition, Fujino discloses grafted alpha, beta-unsaturated carboxylic acid or its 
anhydride in the first step, after that the chlorination reaction is performed, column 4, 
lines 9-18. The graft polymerization is carried out in the presence of aromatic solvent, 
column 4, line 51 , for the present claim 8. The surfactants have been used for 
producing an aqueous emulsion to for W/O type or O/W type emulsion having stable 
aqueous dispersion, column 7, lines 41-57, for the present claim 9. An average particle 
diameter in the present claim 9 is inherent to the aqueous emulsion in Fujuno invention, 
because the emulsion is produced in the reactor equipped with high speed stirrer, 
column 7, lines 31-33. The aqueous dispersion can be used as a primer, paint, ink and 
adhesive applicable to films, sheets and moldings comprising PP, PET and various 
hard-adherent resins, column 8, lines 21-25, for the present claims 3, 4, 5. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by WO 
02/036651 to Schauder et al. 

Schauder discloses graft-modified propylene ethylene copolymer having propylene 
content from 68 to 92 % mole. The propylene copolymer is produced by using a 
metallocene catalyst, page 6, line 19. Grafting monomer is maleic anhydride being 
grafted in the level as 1 .5 wt %, page 5, line 24. The weight average molecular weight of 
the polypropylene copolymer is preferably between 80,000 to 500,000, page 7, line 13. 
The melting point is 75 C, claim 7 at page 27. Claim 1 is anticipated by the disclosure in 
WO 02/036651 . 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-8, 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Usui et al U.S. Patent 6,800,688 in view of Komoto et al U.S. Patent 7,208,552 . 

10. Usui discloses a modified polyolefin including polypropylene. The modified 
polyolefin resin is obtained by grafting an unsaturated carboxylic acid or its derivative 
and a particular (meth)acrylic ester as monomers for polyolefin resin, column 2, lines 
63-67. The starting polyolefin resin with high propylene content is readable in the 
present claims for being a propylene-based random copolymer, column 2, lines 14-18. 
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The unsaturated polycarboxylic acids (A) is present in the content of 2 to 10% by 
weight, column 4, lines 35-47, for the present claims 1 and 2. The (meth)acrylic ester 
(B) is present in the range of 0.1 to 30% by weight, column 4, lines 53-67, for the 
present claim 2. The weight average molecular weight of the modified polyolefin resin 
is 1 5,000 to 1 50,000, column 5, lines 54-55, for the present claims 1 and 2. The 
modified polyolefin resin can be used in a variety of applications including as adhesive, 
primer, paint, and can be used in the forms adapted to uses such as solution, column 7, 
lines 18-20 and 50, for the present claims 3-6, 15. Additive such as pigment and dye 
can be formulated if need be, column 7, line 23. The modified polyolefin resin can be 
laminated onto film=substrate, column 7, lines 34-49. The additional layer of the same 
carboxylated polyolefin resin with pigment or dye is expected for making a multilayer 
article, for the present claims 7, 12, 13, 14. Usui does not disclose a catalyst for 
polymerization of polyolefin resin. 

The difference between the present claims and Usui invention is that Usui does not 
disclose metallocene catalyst for polymerization of propylene-based random copolymer, 
and melt point of said copolymer. 

Komoto discloses a binder resin composition comprising chlorinated isotactic propylene 
random copolymer wherein the isotactic propylene random copolymer is produced by 
using metallocene catalyst. The isotactic propylene random copolymer is carboxylated 
by graft polymerizing alpha, beta-unsaturated carboxylic acid or its anhydride before the 
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chlorination reaction, column 3, lines 58-67. The melt point of the propylene random 
copolymer is between 1 15 to 165 C, column 3, line 6. The weight average molecular 
weight is 3,000 to 250,000, column 3, line 52. The binder resin composition can be used 
as a paint, printing ink, adhesive and primer applicable to films, sheets and moldings of 
polyolefin, PVC, polycarbonate, PET, ABS and nylon, column 6, lines 40-47. Komoto 
discloses that using metallocene catalyst the resulting propylenic random copolymer 
has a lower melting point than that of the propylenic random copolymer produced by 
using conventional Ziegler-Natta catalyst, column 6, lines 58-62. 
Both references disclose propylene copolymer being modified by unsaturated carboxylic 
acid or its anhydride. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify polyolefin resin copolymer in Usui invention by employing propylenic random 
copolymer produced by metallocene catalyst by teaching in Komoto invention for the 
purposes for obtaining a lower melting point of a propylene copolymer, Komoto, column 
6, lines 58-62. 

11. Claims 9 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Usui et al U.S. Patent 6,800,688 in view of Komoto et al U.S. Patent 7,208,552 as 
applied to claims 1-8, 10-15 above, and further in view of Kimura et al U.S. Patent 
5,539,043. 

Usui and Komoto do not disclose aqueous dispersion of the modified polyolefin resin. 
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Kimura discloses an aqueous dispersion comprising a carboxyl group-containing 

chlorinated polypropylene into water using nonionic surfactant. Kimura discloses 
a reason for dispersing into water to obviate large quantities of organic solvent 
for safety, sanitation and environment protection, column 1, lines 20-23; column 
2, lines 8-12. The aqueous dispersion has excellent adhesive property and low 
price, column 1 , line 1 1 ; column 4, lines 47-48. The aqueous dispersion is an oil- 
in-water dispersion, column 8, line 29. 

It would have been obvious to one of ordinary skill in the art to at the time of the 
invention to use modified polyolefin having high propylene content in Usui 
invention produced by metallocene catalyst by teaching in Komoto invention and 
to produce an aqueous dispersion of the resulting modified polyolefin resin in 
water by teaching in Kimura invention as a benefit for safety, sanitation, and 
environmental pollution, and, thereby, obtain the claimed requirement. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. References have been considered. The closest references under 
X category are: EP 1 469035 belongs to Patent family to 7,208,552; EP 1 321 481 
belongs to Patent family to 6,800,688; EP 1482010 belongs to Patent family to 
7,235,610 and WO 02/036651 has been discussed above. 

JP 2-173008 discloses a modified polypropylene by grafting an unsaturated carboxylic 
acid or an ester thereof. The resulting modified PP has a low melting point and low 
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molecular weight. The grafted unsaturated carboxylic acid is present in the range of 
0.0002 to 0.02, which is lower than in the present claims. 

JP 59-217709 discloses a modified PP by grafting an unsaturated carboxylic acid or an 
ester thereof. The produced modified PP has a melting point, of 120 to 165 C. The 
content of grafted unsaturated carboxylic acid or an ester thereof is within the claimed 
range of 0.01 to 10 parts by weight. The modified low molecular weight PP has good 
solubility in certain types of solvents. The solution of the modified polypropylene can be 
used as a coating agent and paint. 

JP 9-132619 discloses a rubber-reinforced thermoplastic resin. The rubber is produced 
by using a metallocene catalyst for producing the ethylene-alpha-olefin copolymer 
rubber. There is no grafting issue. 

JP 2003-321588 belongs to patent family to EP 1469035 and U.S. Patent 7,208,552, 
which has been discussed above. 

JP 2-173009 discloses grafting unsaturated carboxylic acid or an ester thereof onto 
polypropylene. Reference does not disclose low molecular weight of the resulting 
product, nor the presence of an unsaturated carboxylic acid with a (meth)acrylic acid 
ester. 

JP 9-132617 a rubber-reinforced thermoplastic resin comprising resin of 
styrene/acrylonitrile and an ethylene-alpha-olefin copolymer rubber. 
JP 9-59325 discloses rubber-reinforced vinyl resin such as styrene-acrylonitrile and a 
rubber having low melting point. 
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JP 6-145286 belongs to patent family to U.S. Patent 5,563,195. JP 6-145286 discloses 
a composition comprising a modified polyolefin resin and a blocked isocyanate 
compound. The modified polyolefin is produced by the graft copolymerization of an 
unsaturated carboxylic acid or its anhydride such as maleic acid onto a polyolefin. A 
polyoxyalkylene diol is introduced in to an aqueous polyolefin resin having blocked 
isocyanate compound for purposes to form paint, primer, ink, coating material sealant 
and adhesive, Patent 5,563,195, column 4, lines 58-67. There is no carboxylic acid 
content, nor a low melting point or a molecular weight of the modified polyolefin. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLGA ASINOVSKY whose telephone number is 
(571)272-1066. The examiner can normally be reached on 9:00 to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Randy Gulakowski/ Olga Asinovsky 

Supervisory Patent Examiner, Art Unit 1796 Examiner 

Art Unit 1796 



